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sustained the rejection, finding that the teachings of 
the prior art provide a sufficient basis for a 
reasonable expectation of suQcess.); Ex parte Blanc, 
13 USPQ2d 1383 (Bd. Pat. App. & Inter. 1989.) 
(Claims were directed to a process of sterilizing a 
polyolefinic composition with high-energy radiation 
in the presence of a phenolic polyester antioxidant to 
inhibit discoloration or degradation of the polyolefin. 
Appellant argued that it is unpredictable whether a 
panicuiar antioxidant will solve the problem of dis- 
coloration or degradation. However, the Board found 
that because the prior art taught that appellant's pre- 
ferred antioxidant is very efficient and provides better 
results compared with other prior art antioxidants, 
there would have been a reasonable expectation of 
success.)- 

AT LEAST SOME DEGREE OF PREDICTABIL- 
ITY IS REQUIRED; APPLICANTS MAY 
PRESENT EVIDENCE SHOWING THERE WAS 
NO REASONABLE EXPECTATION OF SUC- 
CESS 

Obviousness does not require absolute predictabil- 
ity, however, at least some degree of predictability is 
required. Evidence showing there was no reasonable 
expectation of success may support a conclusion of 
nonobviousness. In re Rinehart, 531 R2d 1048, 
i89USPQ 143 (CCPA 1976) (Claims directed to a 
method for the commercial scale production of poly- 
esters in the presence of a solvent at superatmospheric 
pressure were rejected as obvious over a reference 
which taught the claimed method at atmospheric pres- 
sure in view of a reference which taught the claimed 
process except for the presence of a solvent. The court 
reversed, finding there was no reasonable expectation 
that a process combining the prior an steps could be 
successfully scaled up in view of unchallenged evi- 
dence showing that the prior art processes individu- 
ally could not be commercially scaled up 
successfully.). See also Amgen, Inc. u Chugai Phar- 
maceutical Co., 927 F.2d 1200, 1207-08, 18 USPQ2d 
1016, 1022-23 (Fed. Cir.), cert, denied, 502 U.S. 856 
(1991) (In the context of a biotechnology case, testi- 
mony supported the conclusion that the references did 
not show that there was a reasonable expectation of 
success.); In re OTarrell, 853 F.2d 894, 903, 
7USPQ2d 1673, 1681 (Fed. Cir. 1988) (The court 
held the claimed method would have been obvious 



over the prior art relied upon because one reference 
contained a detailed enabling methodology, a sugges- 
tion to modify the prior art to produce the claimed 
invention, and evidence suggesting the modification 
would be successful.). 

PREDICTABILITY IS DETERMINED AT THE 
TIME THE INVENTION WAS MADE 

Whether an art is predictable or whether the pro- 
posed modification or combination of the prior art has 
a reasonable expectation of success is determined at 
the lime the invention was made. Ex parte Erlich, 
3USPQ2d 1011 (Bd. Pat. App. & Inter. 1986) 
(Although an earlier case reversed a rejection because 
of unpredictability in the field of monoclonal antibod- 
ies, the court found " in this case at the time this inven- 
tion was made, one of ordinary skill in the an would 
have been motivated to produce monoclonal antibod- 
ies specific for human fibroplast interferon using the 
method of [the prior art] with a reasonable expecta- 
tion of success." 3 USPQ2d at 1016 (emphasis in 
original).). 

2143.03 All Claim Limitations Must Be 
Taught or Suggested 

To establish prima yiac/e obviousness of a claimed 
invention, all the claim limitations must be taught or 
suggested by the prior art. In re Royka, 490 F.2d 981 , 
180 USPQ 580 (CGPA 1974). "All words in a claim 
must be considered in judging the patentability of that 
claim against the prior an.*' in re Wilson, 424 F.2d 
1382, 1385, 165 USPQ 494, 496 (CCPA 1970). If an 
independent claim is nonobvious under 35 U.S.C. 
103, then any claim depending therefrom is nonobvi- 
ous. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir, 1988). 

INDEFINITE LIMITATIONS MUST BE CON- 
SIDERED 

A claim limitation which is considered indefinite 
cannot be disregarded. If a claim is subject to more 
than one interpretation, at least one of which would 
render the claim unpatentable over the prior an. the 
examiner should reject the claim as indefinite under 
35 U.S.C. 112, second paragraph (see MPEP 
§ 706.03(d)) and should reject the claim over the prior 
art based on the interpretation of the claim that ren- 
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ders the prior art applicable. Ex parte lonescu, 
222 USPQ 537 (Bd. Pat. App. & Inter. 1984) (Claims 
on appeal were rejected on indefiniieness grounds 
only; the rejection was reversed and the case 
remanded to the examiner for consideration of perti- 
nent prior an.). Compare //? re Wilson. 424 F.2d 1382, 
165 USPQ 494 (CCPA 1970) (if no reasonably defi- 
nite meaning can be ascribed to certain claim lan- 
guage, the claim is indefinite, not obvious) and In re 
Steele, 305 F.2d 859 J 34 USPQ 292 (CCPA 1962) (it 
is improper to rely on speculative assumptions regard- 
ing the meaning of a claim and then base a rejection 
under 35 U.S.C. 103 on these assumptions). 

LIMITATIONS WHICH DO NOT FIND SUP- 
PORT IN THE ORIGINAL SPECIFICATION 
MUST BE CONSIDERED 

When evaluating claims for obviousness under 
35 U.S.C. 103, all the limitations of the claims must 
be considered and given weight, including limitations 
which do not find support in the specification as origi- 
nally filed (i.e., new matter). Ex parte Grasselli, 231 
USPQ 393 (Bd. App. 1983) aff'd menu 738 F.2d 453 
(Fed. Cir. 1984) (Claim to a catalyst expressly 
excluded the presence of sulfur, halogen, uranium, 
and a combination of vanadium and phosphorous. 
Although the negative limitations excluding these ele- 
ments did not appear in the specification as filed, it 
was error to disregard these limitations when deter- 
mining whether the claimed invention would have 
been obvious in view of the prior art.). 

2144 Sources of Rationale Supporting a 
Rejection Under 35 U.S.C. 103 

RATIONALE MAY BE IN A REFERENCE, OR 
REASONED FROM COMMON KNOWLEDGE 
IN THE ART, SCIENTIFIC PRINCIPLES, ART- 
RECOGNIZED EQUIVALENTS, OR LEGAL 
PRECEDENT 

The rationale to modify or combine the prior art 
does not have to be expressly stated in the prior art; 
the rationale may be expressly or impliedly contained 
in the prior art or it may be reasoned from knowledge 
generally available to one of ordinary skill in the art, 
established scientific principles, or legal precedent 
established by prior case law. In re Fine, 837 F.2d 
1071, 5 USPQ2d 1596 (Fed. Cir. 1988); In re Jones, 



958 F2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). See 
also In re Kotzob, 217 F.3d 1365, 1370, 55 USPQ2d 
1313, 1317 (Fed. Cir. 2000) (setting forth test for 
implicit teachings); In re Eli Lilly <Si Co.. 902 F.2d 
943, 14 USPQ2d 174) (Fed. Cir. 1990) (discussion of 
reliance on legal precedent); In re Nilssen, 851 F.2d 
1401, 1403, 7 USPQ2d 1500, 1502 (Fed. Cir. J988) 
(references do not have to explicitly suggest combin- 
ing teachings); Ex parte Ctapp, 227 USPQ 972 (Bd. 
Pat. App. & Inter. 1985) (examiner must present con- 
vincing line of reasoning supporting rejection); and 
Ex parte Levengood. 28 USPQ2d 1300 (Bd. Pat. App. 
& Inter. 1993) (reliance on logic and sound scientific 
reasoning), 

THE EXPECTATION OF SOME ADVANTAGE 
IS THE STRONGEST RATIONALE FOR COM- 
BINING REFERENCES 

The strongest rationale for combining references is 
a recognition, expressly or impliedly in the prior art or 
drawn from a convincing line of reasoning based on 
established scientific principles or legal precedent, 
that some advantage or expected beneficial result 
would have been produced by their combination. In re 
Sernoker, 702 F2d 989, 994-95, 217 USPQ 1, 5-6 
(Fed. Cir. 1983). 

LEGAL PRECEDENT CAN PROVIDE THE RA- 
TIONALE SUPPORTING OBVIOUSNESS ON- 
LY IF THE FACTS IN THE CASE ARE SUFFI- 
CIENTLY SIMILAR TO THOSE IN THE AP- 
PLICATION 

The examiner must apply the law consistently to 
each application after considering all the relevant 
facts. If the facts in a prior legal decision are suffi- 
ciently similar to those in an application under exami- 
nation, the examiner may use the rationale used by the 
court. If the applicant has demonstrated the criticality 
of a specific limitation, it would not be appropriate to 
rely solely on case law as the rationale to support an 
obviousness rejection. 'The value of the exceedingly 
large body of precedent wherein our predeces.sor 
courts and this court have applied the law of obvious- 
ness to particular facts, is that there has been built a 
wide spectrum of illustrations and accompanying rea- 
soning, that have been melded into a fairiy consistent 
application of law to a great variety of facts." In re Eli 
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